
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
. United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



• APPLICATION NO. 


! FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/530,563 


04/07/2005 




Takao Hasegawa 


040894-7216 


8997 



MORGAN LEWIS & BOCKIUS LLP 
1111 PENNSYLVANIA AVENUE NW 
WASHINGTON, DC 20004 



EXAMINER 



REYNOLDS, STEVEN ALAN 



ART UNIT 



PAPER NUMBER 



3728 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 



02/05/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 



If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



utticb Hciion ournrnsry 


Application No. 

10/530,563 


Applicant(s) 

HASEGAWA ET AL. 


Examiner 

Steven Reynolds 


Art Unit 

3728 





The MAILING DA TE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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2a)D This action is FINAL. 2b® This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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DETAILED ACTION 

1 . Applicant's election without traverse of claims 10-21 in the reply filed on 
12/28/2006 is acknowledged. Claims 22-27 are withdrawn from consideration. 

Specification 

2. The abstract of the disclosure is objected to because reference numerals should 
be in parenthesis. Correction is required. See MPEP § 608.01(b). 



Claim Rejections - 35 (JSC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



4. Claims 1 0, 1 1 and 1 3-1 6 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Logtens (US 5,273,199). Logtens discloses a staple case (1) that 
contains a roll staple (54) formed by connecting unformed staples in a roll; a pull-out 
opening (slot 60) through which the roll staple is pulled out; an opening (56), formed at a 
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part of the staple case facing a circumferential surface of the roll staple (See Fig. 3 
embodiment), through which a member (belt 14) for rotating the roll staple is brought 
into contact with the roll staple (See column 3, lines 47-52); a cushion portion 
(protrusion extending from the back side of the case - See figure below); a portion for 
positioning in a containing chamber (the bottom surface of the staple case rests on ribs 
51 of the containing chamber); and a guide portion for guiding the staple case to a 
containing chamber (sides of the staple case allow it to be slid between side frame 
members 1 1 of the containing chamber). 



5. Claims 10-12, 14, 17 and 19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Garfinkel (US 3,602,414). Garfinkel discloses a staple case that contains 
a roll staple (19) formed by connecting unformed staples in a roll; a pull-out opening 




Cushion portion 
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through which the roll staple is pulled out (See Fig. 5 embodiment); a cushion portion 
(See figure below); a first case half (13) and a second case half (14); and a weak 
portion (hinge member 15) on a joint between the first case half and second case half. 

Regarding claim 12, since no reference point for the orientation of the case is 
claimed, the case of Garfinkel can be oriented in a position where the pull-out opening 
is at a vertical center of a front face. 




Cushion portion 

F I 0 . 2 

6. Claims 10, 11 and 13-19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Mochizuki (US 6,568,579). Mochizuki discloses a staple case (cartridge 
4) that contains a roll staple formed by connecting unformed staples in a roll shape; a 
pull-out opening (opening wherein staples S pass beneath plate 4 - See Fig. 4 
embodiment) through which the roll staple is pulled out; an opening (opening in lower 
portion of cartridge 4 wherein roller 23 is positioned - See Fig. 4 embodiment and 
Figure below), formed at a part of the staple case facing a circumferential surface of the 
roll staple, through which a member (roller 23) for rotating the roll staple is brought into 
contact with the roll staple (See column 5, lines 21-26); a cushion portion (See figure 
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below); a portion for positioning in a containing chamber (45 slides into 43 to position 
the cartridge into the containing chamber 2); a guide portion for guiding the staple case 
to a containing chamber (46 slides into 44 to guide the cartridge into the containing 
chamber 2); a first case half and a second case half (See Figure below); a first opening 
(opening wherein staples S pass beneath plate 4 - See Fig. 4 embodiment) through 
which the roll staple is pulled out; and a second opening (opening in lower portion of 
cartridge 4 wherein roller 23 is positioned - See Fig. 4 embodiment and Figure below) 
through which a member for rotating the roll staple is brought into contact with the roll 
staple, wherein the first opening is provided on the second case half, and the second 
opening is provided on the first case half (See Figure below); and a weak portion (hinge 
- See Figure below) on a joint between the first case half and the second case half. 




Fig. 4 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

9. Claims 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mochizuki (US 6,568,579) in view of Haramiishi (US 7,048,165). Mochizuki 
discloses an upper/front face (Second case half - See Figure above) and a bottom/back 
face (First case half - See Figure above) having a different shape to the upper face. 
Mochizuki discloses all the limitations of the claims except for the specifics of the 
markings on the staple case. 

However, Haramiishi teaches a cartridge casing (24) comprising an arrow on the 
side face of the case for the purpose of indicating the direction in which the case is 
inserted into the stapler (See Fig. 7 embodiment). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
modified the staple case of Mochizuki with the arrow marking on the side face as taught 
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by Haramiishi in order to show the user the correct direction in which the staple case is 
to be inserted into the stapler. 



10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Haramiishi (US D504.295), Mochizuki et al. (US 6,913,181), Yagi 
et al. (US 6,039,230) and Lerner (US 3,009,618). 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Reynolds whose telephone number is (571 )272- 
9959. The examiner can normally be reached on Monday-Friday 9:00am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on (571)272-4562. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 
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